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Decision Granting Petition under 37 CFR 1.138(c) 

The declaration of express abandonment is recognized 

This is In response to the petition under 37 CFR 1 .138(c) that was filed on August 26, 2003, 
express abandonment to avoid publication of the above-identified application. 

The petition is granted . 

The express abandonment is recognizied and the application has been withdrav/n from 
publication. 

A notice of abandonment will be mailed in due course. 

Telephone inquiries should be directed to the Office of Patent Publication, the Pre-Grant 
Publication Division at 703-605-4284. 



Barbara J.^iebnam 
Pre-Grant P^Jbllcation Division 
Office of Patent Publication 
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In re application of: 
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Filed: May 7, 2001 

Title: Nucleic Acid Molecules and Other 
Molecules Associated with plants 

NOV 0 6 200:1 

Request to Rescind Prior Request and Certification 

Under 37 C.F.R. § 1.213(b); ' ^ 

Petition for Revival of an Unintentionally Abandoned 
Patent Application Under 37 CF.R. § 1.137(f); and 
Petition for Express Abandonment Under 37 C.F.R. § 1.138(c) 



Confirmation No: 7991 
Art Unit: 1631 
Examiner: To Be Assigned 
Atty. Docket: 38-21(51930)8 



Mail Stop Petition OK .AdANDONM^It 

CommissioDer for Patents 

^^TA.a,3.U5o 2003 RECHVEO 

Applicants hereby petition in the abovD-captioncd U.S. Application to: OFFICE OF PtJlllONS 

(1) rescind the Request for Non-Publicaiion and Certification filed on May 7, 2001, in 
the above-captioned U.S. Application in accordance with 37 CF.R. § 1.213(b); 

(2) revive the above-c^tioned U.S. Application under 37 C.F.IL § 1 . 137(f), for 
puxposes of establishing co-pendency with child applicatiotis Sedal No, (not yet assigned), 
filed Apiil 28, 2003, naming Thomas J. La Rosa, Yihua Zhou, David K. Kovalic, Yongwci 
Cao, Jingdong Um as inventors and having Attorney Dockrt No. 38-21(53222)B (the "First 
Child Application*') and Serial No. (not yet assigned), fUcd My 2, 2003, nanjiug Thomas J. 
La Rosa, Yihaa Zhou, David K. Kovalic, Yongwei Cao, Jingdong Liu as inventors and 
having Attorney Docket No. 38-21 (53373)A (the "Second Child Application**); and 

(3) expressly abandon the above-captioned U.S. AppUcation under 37 CF.R, 

§ 1.138(c) as of the later of the respective filing dates granted to the First Child Application 
and the Second Child Application, for purposes of avoiding publication of the aboviP^^^^^^ 

.300.00 ^.A NOV e 2003 
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captioned U.S. application. Authorization to charge the ofTiciaJ fc^cs for this Petition is given 
in the accompanying transmittal letter. A duplicate copy of thii P tition is cncloscxl. 

The grant of the present Pelition by the Office v/ill resuU in: 

(1) a redsion of the Request for Non-Publication and Certification filed on May 7, 
2001, in Application Serial No. 09/849,526; 

(2) revival of Application Serial No. 09/849,526, which was uninteatioixally 
abandoned under 37 C,F,R. § 1.137(f); 

(3) copcndcncy of Application Serial No. 09/849,526 with child application Serial No, 
(not yet assigned) filed April 28, 2005, naming Thomas J, La Rosa, Yihua Zhou, David K, 
Kovalic, Yongwei Cao, Jingdong Liu as inventors and having Attorney Docket No, 38- 
21(53222)B (the Firrt Child Application); 

(4) copendency of Application Serial No. 09/849,526 with child application Serial No. 
(not yet assigned), filed July 2, 2003, naniing Thomas J. La Rosa, Yihua Zhou, David JL 
Kovalic, Yongwei Cao, Jingdong Liu as invontois and having Attorney Docket No. 38- 
21(S3373)A (the Second Child Application); and 

(5) express abandonment of Application Serial No- 09/849,526 as of the later of the 
respective filitig dates granted to the First Child Application and the Second Child 
Application in order to avoid publication of the above-captioned application- 

Tkelncarrect CerHficaiion Under 35 aS.C § 122(h)p)(B)(i) 

On May 7, 2001, the abovo-caplioned U.S. appUcsation was filed v^th a Request for 
Non-Publication, which Contained a c^ficaticn under 35 U.S.C, § J22(b)(2XB)(i), including 
a statement that the invention *'has not end will not be the subject of an application filed in 
another country^ Or under a multilateral agreement, that requires publication at eighteen 
months after filing/' (Request attached hereto as Exhibit A). Thereafter it was discovered 
that one pt more foreign ^plications, which may be related to the invention disclosed in the 
above-captioned U.S. application, were previously filed in another country or under a 



g]005/008 



Thomas G, RUFF et al 
Appl- No. 09/849,526 
Page 3 

multilateial agreement that requires publication at eighteen months after filing. One such 
application was filed on April 13, 2001 (the '"Previous Foreign Application'*). ' 

Therefore, Applicants believe that when the above-captiotied U.S. Application was 
filed the certification under 35 U.S.C. § l22(bX2)(B)(i) may have been mcoiroct, and wish to 
rescind the request for non-publication filed in the above-t^^tloned U,S. ^plication^ 
Applicants believe the c^fication in the above-cation ed U.S. Application may have been 
incorrect because the PreviouB Foreign Application is directed to one or more nucleic acid or 
amino acid sequences, or both, that exhibit at least 85% sequence Identity over 80% of their 
length to one or more nucleic acid or amino acid sequences, or both, disclosed in the above- 
captioned U.S. Application.^ 

In light of the above, AppJicanta hereby explicitly notify the Office of the filing of the 
Previous Foreign Application on April 13, 2001 , and rescind the request for non-publication 
submitted in U.S. Application Serial No. 09/849,526 pursuant to 37 CF.R. § L2l3(b), 
Applicants assat that any incorrect certification made under 35 U.S.C. § 122(b)(2)(BXi) was 
inadvertent 

The Uninienthnal Abandcnm^M Pursuant to 35 U.S. C § 122 (b)(2)(B)(ili) 

It was also discovered that one or more foreign applications, which may be related to 
the invention disclosed in the above-c^tioncd U.S. application, were subscquMtly filed in 
another countiy or undtf a multilateral agreement that requires publication at eighteen months 
after filing. One such s^pUcatlon was filed on December 4, 2002 (the "Subsequent Foreign 
Application'')* ^ 

i^phcants inadvertently did not notify &e Director of the filing of the Subsequent 
Foreign Application within 45 days of its filing. Therefore, Applicants believe that the 

1 Where more than ooe applicxtion wu Hied b aoothcf countiy or under a mokilateral tgrecmcDt, only the date 
for ibs earliCAt-filed forelgA application is recited hereiit 

2 Applicants do not a&sert that nucleic acid sequences or unine acid sequences xk^x exhibit at least 85% ideiuicy 
over 80% of their lengrli either are or arc not an "inveadoa disclosed in flic application*" within the tneairing of 
35 U.S,C § 122, 

3 Where more tban one application was filed in enothex cowtry tir under a nmltnateral agrtcment, only the date 
for the earliest-filed foreign applioacion is recited Herein. 
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above-captioncd U.S. application may be abandoned pursuant to 35 U.S.C. § 122 
(bX2)(B)(iil), because the Subsequent Fortjigti Application is directed to one or mom nucleic 
acid or amino acid sequcuces. or both, that exhibit at least 85% sequence identity over 80% of 
their length to one or inoTB nucleic acid or amino acid sequences, or both, disclosed in the 
above-cap tioned U. S . application.* 

In liglit of the above, Applicants hereby explicitly notify the Office of the filing of the 
Subsequent Foreign Application on December 4, 2002, pursuant to 35 U,S,C. § 122 
(bX2)(B)(iii). Applicants assert that any delay of providing such notice to the Office was 
inadvertent 

Applicants hereby petition for revival of U.S- Application Serial No. 09/849,526 
under 37 C.F,K. § 1 .] 37(0, for purposes of establishing co-pendency with the above- 
referenced child applications. Applicants hereby assert that any and all delay in filing the 
required reply, i e,, notification to tho Oflice of flic Subsequent Foteign Application, ftom the 
due date for the reply until the filing of a gtantable petition pursuant to 37 C.F.R. § 1 * 137(b), 
was unintentional and respectfully request that the above-captioned U.S. application be 
revived. 

The Express AbandaHmeui of the Abave-Giptioned Application 

. Applicajnts also hereby petition fbr express abandonment of U.S. Application Serial 
No. 09/849,526 under 37 CF.R. § L 138(c) aa of the later of the respective filing dates 
granted to the First Child ^plication and Second Child Application, for purpo^ of 
avoiding publication of the above-captionedU.Sr apphcatiott 

The above-c^tioned U.S. application contains multiple sequences, only some of 
which meet tho criteria such that those sequences may be considered to be flic 'invention 
disclosed" within the meaning of 35 U.S.C. § 122* However, in lieu of submitting a redacted 
copy of the above<aptionedU,S. application, provided for tmder 35 U,S,C. § 122 
(b)(2)(B)(v), Applicants have elected to pursue the present course of action of refiling i^o 
applicatioDs, one containing those sequences which may be disclosed in the above-referenced 



4 AppHcants herein reiterate the itaiemeai made in footnote 2. Supra, 
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foraign applications without a request for non-publication, and one application containing 
sequences which not disclosed in the above-referenced foreign applications with a 
request for non-pabKcatioD. 



Conciusioti 



In accordance with the facts set out herein. Applicants hereby petition to: 

(1) rescind of the Request for Non-Pubhcotion and Certification filed on May 7, 2001, 
in Application Serial No. 09/849,526; 

(2) revive U.S. Application Serial No. 09/849,526 as unintentionally abandoned under 
37 CF.R.§ 1.137(f); and 

C3) expressly abandon the U.S. Application Serial No. 09/849,526 under 37 C.F.R- § 
1 .138(c), to avoid publication, as of the later of the r&spoctive fifing dates granted to the First 
Child Application and the Second Child AppUcation* 
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Should the Commissioner require additional infonnation, ho is invited to contact the 
undersigned at the nimiber provided below. The undcragncd is an attoxney of record, or an 
attorney acting in a rqjrcscntative capacity for AppUcants by virtue of being named in the 
transmittal papers accompanying the above-referftoced child ^plications, and therefore has 
authority to petition for abandonment of tfie above-captioncd U.S- application in favor of the 
above-refermccd child applicatiotis pursuant to 37 C.F.R. § l.l38(bX 1.33(b), and 1.34(a). 



MONSANTO COMPANY 

800 N.Lindbergh Blvd. 

M«dlzoneN2NB 

SL Louis, MO 63J67 

(314) 694 3602 telephone 

(314)694-1671 fecsimile 



Respectfully submitted. 




Date: August 26, 2003 



Lawrence M, Lavin* Jr. (Reg, No. 30,768) 
by David R. Marsh (Reg, No. 41 ,408) 
HoUy Logue Pnitz (Reg. No. 47,755) 
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